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UNITED STATES
PATENT LITIGATION

 

1. What is the forum for the conduct of
patent litigation?

In the United States, federal district courts are the
primary forum for patent litigation. Federal district courts
are vested with original jurisdiction to hear patent cases.
District courts have the power to decide patent
infringement, patent invalidity, ineligibility, and
unenforceability, as well as to resolve other issues
related to patent rights, such as ownership, licensing,
and contract disputes. District courts can grant various
remedies for patent infringement, including injunctive
relief and damages. The U.S. District Courts for the
Western and Eastern Districts of Texas, the District of
Delaware, and the Central and Northern Districts of
California have some of the busiest patent dockets.

The U.S. International Trade Commission (ITC) is another
forum for patent litigation. The ITC is an independent
federal agency that can investigate and adjudicate cases
involving unfair trade practices, including importing
articles that infringe a U.S. patent. The ITC applies the
same substantive patent law as the district courts but is
only authorized to award injunctive relief. Instead, upon
a finding of infringement, it can issue exclusion orders
that bar importing infringing products into the United
States. It is typically faster than a federal district court,
with an average of 18 months to trial. The ITC is
frequently used by competitors suing one another for
patent infringement based on imported goods (e.g.,
mainly hardware products and electronics). Proceedings
before the ITC often result in a mandatory stay of
ongoing federal district court litigation.

Additionally, parties may initiate validity proceedings
before the U.S. Patent and Trademark Office (USPTO) to
resolve questions on patent validity. The USPTO is the
federal agency that grants and administers patents. The
USPTO can also conduct administrative proceedings to
review already-issued patents, such as inter partes
review (IPR), post-grant review (PGR), and ex parte
reexamination (XPR). Accused infringers may pursue
such validity proceedings in parallel with district court
and ITC infringement actions. Proceedings before the

USPTO may result in a stay of pending federal district
court litigation, depending on the circumstances.

2. What is the typical timeline and form of
first instance patent litigation
proceedings?

Federal district courts are the primary forum of first
instance for patent litigation. In federal district court, the
time from filing a complaint to trial, whether bench or
jury, is about two and a half years. Infringement,
invalidity, and damages are usually tried together
(unless good cause exists to modify this).

3. Can interim and final decisions in patent
cases be appealed?

Interim decisions in patent cases, such as rulings on
claim construction, discovery motions, or summary
judgment, are generally not immediately appealable.
There are, however, some exceptions that allow for
certain interlocutory appeals, such as appeals from
orders granting or refusing an injunction.

Final decisions in patent cases may be appealed. The
Court of Appeals for the Federal Circuit (CAFC) has
exclusive appellate jurisdiction over patent cases from
district courts, as well as ITC and USPTO patent
proceedings. CAFC decisions may be appealed to the
U.S. Supreme Court.

4. Which acts constitute direct patent
infringement?

Under 35 U.S.C. § 271(a), anyone who “makes, uses,
offers to sell, or sells any patented invention, within the
United States or imports into the United States” any
patented invention during the term of that patent
directly infringes. There are two types of direct
infringement: (1) literal and (2) under the doctrine of
equivalents.
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Literal infringement: Literal infringement requires that
the accused product or process practice each and every
limitation as recited in a claim.

Doctrine of equivalents: Under the doctrine of
equivalents, an accused product or process may infringe
if there is substantial equivalence between the elements
of the accused product and the claimed invention.

5. Do the concepts of indirect patent
infringement or contributory infringement
exist? If, so what are the elements of such
forms of infringement?

In the United States, there are two types of indirect
infringement: (1) induced infringement under 35 U.S.C. §
271(b) and (2) contributory infringement under 35 U.S.C.
§ 271(c).

Induced Infringement: A party induces infringement
“by actively and knowingly aiding and abetting another’s
direct infringement.” C.R. Bard, Inc. v. Advanced
Cardiovascular Systems, Inc., 911 F.2d 670, 675 (Fed.
Cir. 1990). To prove induced infringement, a patent
owner must show that: (1) someone directly infringed;
(2) the accused party knowingly took steps that led to
those infringing acts; and (3) the accused party knew of
the patent and knew or was willfully blind to the fact that
the acts were infringing.

Contributory Infringement: A party contributorily
infringes when it imports, sells, or offers to sell a
material component of an infringing product or process,
knowing that the product or process will infringe. Making
a component by itself is not enough for contributory
infringement. To prove contributory infringement, a
patent owner must show that: (1) someone directly
infringed; (2) the accused party sells, offers to sell, or
imports within the United States a material component
of that infringing product, material, apparatus, or
process; (3) the component is not a staple article or
suitable for substantial non-infringing use; and (4) the
accused party knew of the patent and knew or was
willfully blind to the fact that the component is especially
made or adapted for use in infringement.

6. How is the scope of protection of patent
claims construed?

A patent’s claims set out the scope of the patent owner’s
property right. A court may determine the scope of that
right through claim construction to make it easier for the
jury.

During claim construction, terms are generally given

their plain and ordinary meaning as understood by a
person of ordinary skill in the art at the time of the
invention. This person of ordinary skill in the art is
“deemed to read the claim term not only in the context
of the particular claim in which the disputed term
appears, but in the context of the entire patent,
including the specification.” Phillips v. AWH Corp., 415
F.3d 1303, 1313 (Fed. Cir. 2005) (en banc). If necessary,
the court may also consider extrinsic evidence (such as
dictionaries, treatises, expert testimony, etc.) to
interpret the meaning of claim terms.

A patent owner can vary the plain and ordinary meaning
of a term either through its own lexicography (by
providing a specific definition for a term in the patent’s
specification) or prosecution disclaimer (through
statements made during patent prosecution to
distinguish the invention from and overcome prior art).

7. What are the key defences to patent
infringement?

Key defences to patent infringement are non-
infringement, invalidity, and equitable defences.

Non-infringement: An accused party can argue that
their product or process does not infringe. To infringe, a
product or process must meet all limitations of the
asserted claim, either literally or under the doctrine of
equivalents. If an accused product does not meet all
limitations, then it does not infringe.

Ineligibility and Invalidity: First, Section 101 of the
Patent Act requires that there be a patent eligible
subject matter. Second, an accused party can challenge
the patent’s validity. A patent may be invalid based on
anticipation by the prior art, obviousness over the prior
art, lack of enablement, lack of written description, or
indefiniteness. An invalid patent cannot be infringed.

Equitable Defences: An accused party can also raise
certain equitable defences that render the patent
unenforceable against that party, such as equitable
estoppel, implied license, and intervening rights. An
accused party can also raise equitable defences that
render the patent unenforceable against anyone, such
as inequitable conduct before the USPTO committed
during patent prosecution.

8. What are the key grounds of patent
invalidity?

Lack of patent-eligible subject matter: A patent
claim is patent ineligible under 35 U.S.C. § 101 if it is
directed to an abstract idea, a law of nature, or a natural



Patent Litigation: United States

PDF Generated: 25-04-2024 4/9 © 2024 Legalease Ltd

phenomenon without adding any transformative
inventive concept. This is frequently litigated in the
context of software patents because there is no clear
court guidance.

Lack of novelty: A patent claim is invalid under 35
U.S.C. § 102 if it is anticipated by a single prior art
reference that discloses all its elements, either expressly
or inherently.

Lack of non-obviousness: A patent claim is invalid
under 35 U.S.C. § 103 if it is obvious over prior art,
whether it is a combination of prior art references or a
single reference modified in light of the knowledge of a
person having ordinary skill in the art, taking into
account the scope and content of the prior art, the
differences between the prior art and the claims, the
level of ordinary skill in the art, and any objective indicia
of nonobviousness, such as commercial success, long-
felt but unsolved need, failure of others, or unexpected
results.

Lack of written description: A patent claim is invalid
under 35 U.S.C. § 112(a) if it lacks sufficient written
description. A patent must have sufficient disclosure to
reasonably convey to those skilled in the art that the
inventor had possession of the claimed invention.

Lack of enablement: A patent claim may be invalid
under 35 U.S.C. § 112(a) if it does not enable a person of
ordinary skill in the art to practice the claimed invention
without undue experimentation.

Lack of definiteness: A patent claim may also be
invalid under 35 U.S.C. § 112(b) for indefiniteness if the
claim, read in light of the specification and the
prosecution history, fails to inform a person of ordinary
skill in the art about the scope of the invention with
reasonable certainty.

9. How is prior art considered in the
context of an invalidity action?

Prior art is “knowledge that is available, including what
would be obvious from it, at a given time, to a person of
ordinary skill in an art.” Kimberly-Clark Corp. v. Johnson
& Johnson, 745 F.2d 1437, 1453 (Fed. Cir. 1984) (en
banc). Prior art can take the form of patents,
applications for patents, printed publications, public use,
or any other reference otherwise publicly available
before the effective filing date of the claimed invention.

Prior art is usually considered in the context of
anticipation and obviousness claims or defences. A
patent claim is invalid if it is anticipated by a single prior
art reference that discloses all of its elements, either

expressly or inherently–i.e., “[t]hat which infringes, if
later, would anticipate, if earlier.” Peters v. Active Mfg.
Co., 129 U.S. 530, 537 (1889). A patent claim is invalid
as obvious “if the differences between the claimed
invention and the prior art are such that the claimed
invention as a whole would have been obvious before
the effective filing date of the claimed invention to a
person having ordinary skill in the art.” 35 U.S.C. § 103.

10. Can a patentee seek to amend a patent
that is in the midst of patent litigation?

A patentee cannot generally seek to amend a patent in
the course of a district court litigation. A district court
can only correct obvious minor typographical and clerical
errors in patents.

Instead, to amend a patent, a patent owner must return
to the USPTO. A patentee may seek to amend a patent
by filing a reissue application with the USPTO to correct
an error that renders the patent wholly or partly invalid
or inoperative. A patentee may also seek to amend a
patent during an IPR proceeding before the USPTO
Patent Trial and Appeal Board (PTAB) or XPR before the
USPTO. The amended claims must not enlarge the scope
of the patent or introduce new matter and may be
subject to intervening rights of third parties.

11. Is some form of patent term extension
available?

A patent term adjustment (PTA) or patent term
extension (PTE) is available to compensate a patent
owner for delays during patent prosecution of plant and
utility patents.

PTA compensates for delays caused by the USPTO during
patent prosecution. The USPTO guarantees, with some
limitations, that an application will be processed within
three years from the initial filing date. Any delay after
that period will result in an extension of one day for
every day over the three-year period until the patent is
issued.

PTE compensates for delays caused by other
administrative agencies, such as the Federal Drug
Administration, during the regulatory review period
before a product can be commercially marketed or used.

12. How are technical matters considered
in patent litigation proceedings?

Technical matters are generally presented in one of two
ways. First, the district court (and parties) may have an
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agreed-upon technical expert to assist the court with a
technology tutorial, claim construction, discovery, and/or
dispositive motions (e.g., summary judgment). Second,
technical evidence may be presented via party experts
(i.e., an expert retained by a party but who does not
share in any of the case’s success) who can discuss
various issues such as infringement, validity, and the
level of ordinary skill in the art. Expert testimony
presented at trial is frequently the subject of various
motions that seek to exclude some or all of an expert’s
testimony from presentation to the jury.

13. Is some form of discovery/disclosure
and/or court-mandated evidence
seizure/protection (e.g. saisie-contrefaçon)
available, either before the
commencement of or during patent
litigation proceedings?

Federal district courts embrace the concept of liberal
discovery and disclosure. The system in the United
States is predicated upon the notion that “trial by
surprise” only leads to court congestion and that early
disclosure helps most matters resolve without court
intervention. Moreover, discovery obligations also help
impose financial and administrative burdens, which
incentivize settlement.

“Unless otherwise limited by court order,” parties “may
obtain discovery regarding any nonprivileged matter
that is relevant to any party’s claim or defence and
proportional to the needs of the case, considering the
importance of the issues at stake in the action, the
amount in controversy, the parties’ relative access to
relevant information, the parties’ resources, the
importance of the discovery in resolving the issues, and
whether the burden or expense of the proposed
discovery outweighs its likely benefit.” Fed. R. Civ. P.
26(b). While courts have latitude to broadly interpret
relevancy and proportionality, it is fair to say that most
courts will favor the party requesting the discovery. The
requesting party has the burden of showing relevance;
the opposing party bears the burden of establishing that
the proportionality test is not met.

14. Are there procedures available which
would assist a patentee to determine
infringement of a process patent?

The patent owner bears the burden of proving
infringement by a preponderance of the evidence. This is
true for both system and method claims, with very
limited exception.

In actions alleging infringement of a process patent
based on the importation, sale, offer for sale, or use of a
product made by that patented process, the burden
shifts to the accused infringer to show “that the product
was not made by the process,” if the court finds “(1) that
a substantial likelihood exists that the product was made
by the patented process, and (2) that the plaintiff has
made a reasonable effort to determine the process
actually used in the production of the product and was
unable to so determine.” 35 U.S.C. § 295; see id. §
271(g). “Because the accused infringer is in a far better
position to determine the actual manufacturing process
than the patentee, fairness dictates that the accused,
likely the only party able to obtain this information,
reveal this process or face the presumption of
infringement.” Creative Compounds, LLC v. Starmark
Lab’ys, 651 F.3d 1303, 1314–15 (Fed. Cir. 2011).

15. Are there established mechanisms to
protect confidential information required
to be disclosed/exchanged in the course of
patent litigation (e.g. confidentiality
clubs)?

Because patent cases, by their very nature, require the
disclosure of complex and confidential technical, sales,
and marketing information, the parties will seek the
court’s permission to enter a protective order to limit
disclosure of certain information to a select group (e.g.,
a limited number of in house counsel or only to outside
counsel).

16. Is there a system of post-grant
opposition proceedings? If so, how does
this system interact with the patent
litigation system?

In the United States, there are three kinds of post-grant
opposition proceedings in which the USPTO may
reconsider whether a patent was correctly granted: (1)
inter partes review (IPR) under 35 U.S.C. §§ 311–319, (2)
post-grant review (PGR) under 35 U.S.C. §§ 321–329, and
(3) ex parte reexamination (XPR) under 35 U.S.C. §§
301–305.

Such proceedings can be filed concurrently with district
court litigation. Depending on the circumstances, a
district court may either go in parallel or stay
proceedings pending the USPTO’s determination, since
the USPTO may invalidate some or all claims, simplifying
the district court’s case. The USPTO may also decline to
institute IPR proceedings based on ongoing district court
litigation.
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17. To what extent are decisions from
other fora/jurisdictions relevant or
influential, and if so, are there any
particularly influential fora/jurisdictions?

Decisions of other IP jurisdictions and comparative
patent law have a limited role in US patent litigation.
Decisions from other jurisdictions are persuasive, but not
controlling authority for district courts. Comparative
patent law may be important on specific issues of
ownership, contract and licensing rights, and privilege
during discovery.

18. How does a court determine whether it
has jurisdiction to hear a patent action?

Federal district courts have subject matter jurisdiction
over patent actions by Congressional grant. Under 28
U.S.C. § 1338, a district court has “original jurisdiction of
any civil action arising under any Act of Congress
relating to patents, plant variety protection, copyrights
and trademarks.”

19. What are the options for alternative
dispute resolution (ADR) in patent cases?
Are they commonly used? Are there any
mandatory ADR provisions in patent cases?

Nearly all heavy patent jurisdictions encourage ADR to
reduce the burdens on the district court. Private
resolution also helps the parties find a mutually
agreeable business solution. Many jurisdictions will
require at least one ADR session, and in other instances,
the parties may seek and/or the district court may order
multiple (with no limit) ADR sessions.

20. What are the key procedural steps that
must be satisfied before a patent action
can be commenced? Are there any
limitation periods for commencing an
action?

Pre-filing diligence: Any lawyer signing a complaint
alleging patent infringement certifies that they have
conducted a reasonable legal and factual inquiry
underlying the allegations in the complaint. A failure to
do so may subject the lawyer and the client to monetary
and other sanctions.

Six-year limitations period: While there is no
“limitations period” per se, under 35 U.S.C. § 286, a
patentee cannot recover for any infringement committed

more than six years prior to the filing of the infringement
complaint or counterclaim.

21. Which parties have standing to bring a
patent infringement action? Under which
circumstances will a patent licensee have
standing to bring an action?

The patent owner has standing to bring a patent
infringement action against an accused infringer. An
exclusive licensee may also have standing to bring suit if
its license amounts to a patent assignment.

22. Who has standing to bring an invalidity
action against a patent? Is any particular
connection to the patentee or patent
required?

In district court, a party accused of infringing a patent or
who faces a credible threat of such accusation may have
standing to bring a declaratory judgment action to
challenge the validity or scope of the patent if there is
an actual controversy between the parties that is ripe for
judicial resolution.

Before the USPTO, there is no standing requirement and
any party who is not the patent owner can request IPR,
PGR, or XPR.

23. Are interim injunctions available in
patent litigation proceedings?

Preliminary injunctions are available but are “an
extraordinary remedy that may only be awarded upon a
clear showing that the plaintiff is entitled to such relief.”
Winter v. Nat. Res. Def. Council, Inc., 555 U.S. 7, 22, 129
S. Ct. 365, 376, 172 L. Ed. 2d 249 (2008). A patent
owner must show it is (1) likely to succeed on the merits,
(2) likely to suffer irreparable harm in the absence of
preliminary relief, (3) that the balance of equities tips in
its favor, and (4) that an injunction is in the public
interest.

24. What final remedies, both monetary
and non-monetary, are available for patent
infringement? Of these, which are most
commonly sought and which are typically
ordered?

Damages are the most commonly sought and most
commonly awarded remedy. Following an infringement
verdict, a patent owner is entitled to damages adequate
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to compensate for that infringement, together with
interest and costs as fixed by the court. This may include
damages proved at trial, supplemental damages for
additional infringing conduct, and pre- and post-
judgment interest, as well as an ongoing royalty for
continued infringement after the judgment. The court
may also award up to treble damages for egregious
infringement. The prevailing party may also be awarded
attorneys’ fees in exceptional cases. Injunctive relief,
either preliminary at the start of a case or permanent at
the end of case, may also be available, but it is not
awarded as a right or as a matter of course.

25. On what basis are damages for patent
infringement calculated? Is it possible to
obtain additional or exemplary damages?

Patentees are entitled to “damages adequate to
compensate for the infringement, but in no event less
than a reasonable royalty for the use made of the
invention by the infringer, together with interest and
costs as fixed by the court.” 35 U.S.C. § 284. Patentees
generally pursue damages based on lost profits due to
infringement or a reasonable royalty to compensate for
infringement.

To recover lost profits, the patentee must show (1) a
demand for the patented product; (2) the absence of
acceptable non-infringing substitutes; (3) its own
manufacturing and marketing capability to meet
demand for the patented product; and (4) the amount of
profit lost.

To recover royalty-based damages, patentees can
proffer an established royalty, or argue for a “reasonable
royalty.” The more common approach for calculating a
reasonable royalty is a hypothetical negotiation between
the patentee and infringer at the time the infringement
began. Another method is the analytical method, which
focuses on the infringer’s projected profit for the
infringing product.

A patentee may also recover enhanced damages, up to
three times the amount awarded, where a court finds
the infringer’s conduct egregious. This typically means
willful infringement. To make this determination, courts
consider a number of factors, including but not limited
to: deliberate copying; good-faith belief in invalidity or
non-infringement; litigation behavior; closeness of the
case; the size, financial condition, and motivation of the
infringing party; and the duration, remediation, and
concealment of the infringement.

26. How readily are final injunctions
granted in patent litigation proceedings?

Permanent injunctions are not granted as a matter of
course. A patentee must demonstrate (1) irreparable
harm, (2) that a legal remedy (damages) alone would be
inadequate, (3) that the balance of hardships favors an
injunction, and (4) that the public interest would not be
disserved by an injunction. This generally means that, to
get an injunction, a patentee must show competitive
harm–such as price erosion, lost market share, damage
to good will and reputation. If the court does not award
an injunction, it may instead order an ongoing royalty for
any infringement that continues after judgment.

27. Are there provisions for obtaining
declaratory relief, and if so, what are the
legal and procedural requirements for
obtaining such relief?

A party may file a complaint for declaratory judgment of
non-infringement in district court. The party must
establish that there is a case or controversy–i.e., an
actual dispute of sufficient immediacy and reality
between the parties. In making this determination,
courts look to the presence of a dispute as to a legal
right, how far in the future the potential infringement is,
and the likelihood that the alleged infringing product will
indeed infringe if it is produced as designed. Notice of
infringement from a patent owner can satisfy the case or
controversy requirement, in which case a potential
defendant in an infringement action can use a
declaratory judgment action to choose the forum. To
avoid this risk, notice letters should not contain an
“enforcement or defence effort.”

28. What are the costs typically incurred
by each party to patent litigation
proceedings at first instance? What are the
typical costs of an appeal at each appellate
level?

In the United States, each party generally bears their
own litigation expenses–e.g., attorneys’ fees, expert
fees, and costs–whether in district court, administrative
agency, or on appeal.

29. Can the successful party to a patent
litigation action recover its costs?

Under 35 U.S.C. § 285, a district court may award
reasonable attorney’s fees to the prevailing party in
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“exceptional cases.” An exceptional case “is simply one
that stands out from others with respect to the
substantive strength of a party’s litigating position
(considering both the governing law and the facts of the
case) or the unreasonable manner in which the case was
litigated.” Octane Fitness, LLC v. ICON Health & Fitness,
Inc., 572 U.S. 545, 554 (2014). District courts determine
whether a case is “exceptional” on a case-by-case basis,
considering the totality of the circumstances.

30. What are the biggest patent litigation
growth areas in your jurisdiction in terms
of industry sector?

The biggest patent litigation growth areas for patent
litigation in the United States are biotechnology,
software, and consumer electronics, fueled by the
growth and integration of AI into our daily lives.

31. How has or will the Unified Patent
Court impact patent litigation in your
jurisdiction?

The United States is not a member of the UPC. However,
the UPC is still likely to have important impacts on US
patent litigation and US patent owners, as an alternative
or parallel forum for patent litigation and as a center of
gravity for innovation policy.

32. What do you predict will be the most
contentious patent litigation issues in your
jurisdiction over the next twelve months?

Permanent injunctions–whether in the ITC or in district
court–are likely to be among the most contentious.
Injunctive relief is, generally, granted against a
competitor and can have a real impact on the
marketplace and competitive landscape. Battles for
market access and market share are hard fought.

Efforts to get jurisdiction over world-wide sales is also
likely to be contentious, and potentially shifting as the
United States endeavours to build manufacturing
capacity and secure supply chains for essential goods.

The enforcement of standard-essential patents (SEPs),
which are patents that cover technologies that are
essential to comply with a technical standard, such as
wireless communication, video compression, or internet
protocols, is also likely to be contentious. SEPs are
typically subject to a commitment by the patent owner
to license them on fair, reasonable, and non-
discriminatory (FRAND) terms to anyone who
implements the standard. However, there are many
disputes over what constitutes FRAND terms, how to
determine them, and how to resolve them in litigation or
arbitration.

33. Which aspects of patent litigation,
either substantive or procedural, are most
in need of reform in your jurisdiction?

Substantively, patent eligibility under 35 U.S.C. § 101
remains a major point of confusion, and, therefore,
uncertainty, particularly for software and other computer
related inventions. The U.S. Supreme Court has not
taken up a case to clarify the issue and some are looking
to Congress for a fix.

Procedurally, venue selection and the role of the USPTO
and post-grant review, including discretionary denials
based on pending district court litigation, remains a hot
button issue.

34. What are the biggest challenges and
opportunities confronting the international
patent system?

One of the biggest challenges and opportunities
confronting the international patent system remains
harmonization. The ever-increasing diversity of the
global innovation landscape, combined with the
complexity of global supply chains, makes harmonization
and coordination across borders essential. It also
presents the opportunity to foster a more inclusive and
accessible patent system, improve the quality of
patents, and improve efficiency of patent prosecution.
The UPC is a good test case, its successes and learnings
will likely influence more global efforts.
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