WHAT’S NEW IN THE DRAFT TRADEMARK LAW?

Decree with Force of Law No. 556
 (“Trademark Decree”), prepared and issued by the Council of Ministers in accordance with Directive 89/104 EEC of European Council and European Community Regulation (EC) No 40/94 on Trademarks, introduced the formal protection of trademarks in Turkey. 
The Constitutional Court, in its decisions of 2 March 2004 and 3 January 2008, ruled that fundamental rights and freedoms could be restricted only by law enacted by the legislative branch of power – i.e., the parliament – but not by decrees with the force of law issued by the executive branch, the Council of Ministers. The Constitutional Court also made reference to a legal maxim, accepted by all democracies governed by the rule of law, that “no types of crime or criminal punishment can be established without law,” thereby abolishing the relevant provisions of the Trademark Decree .

These decisions led the government to accelerate the process of drafting a law on trademarks. On 19 February 2009, the Draft Trademark Law (“Draft Law”) was introduced to the relevant commissions of the Turkish Grand National Assembly (“Parliament”) and its review is still pending before the commissions of Parliament.

At first sight, the scope and content of the Draft Law seem similar to those of the Trademark Decree. But other than the obvious provisions it introduces with respect to acts infringing trademark rights, protection and penalties, the Draft Law introduces updates and makes progress, taking into consideration intellectual property related international treaties, European Union legislation, the TRIPS agreement and the Trademark Law Treaty to which Turkey became a party on 1 January 2005. 

Under the Draft Law, if a trademark is unused for no just cause for a period of five years following the publication of its registration in the Official Trademark Gazette, or if the use of the relevant trademark is suspended for an uninterrupted five-year period, then such trademark will be annulled by the authorized court. In the current Decree Law, the term for non-use of the trademark without just cause commences from the registration date of the trademark. 

The Draft Law introduces a new concept, providing an opportunity to separate a single trademark application into two or more applications subsequent to the initial application, as long as the goods and services represented by the trademark can be separated or categorized. A separated application cannot be merged after its separation. 

Pursuant to the Draft Law, parties to the Paris Treaty or the Agreement Establishing the World Trade Organization (WTO), or any entity residing or permanently carrying out business in a country which is a party thereto, will be entitled to a priority right of six months in Turkey with respect to their exhibition or trademark applications filed in another jurisdiction that is a party to the Paris Treaty or the Agreement Establishing the WTO. The priority right expires within six months of the exhibition of or application for the relevant trademark, if not used.

After confirming that the trademarks can be seized, attached or subject to encumbrances, the Draft Law specifies that the procedures for seizure or establishment of pledge thereon would be governed by the relevant provisions in the relevant pieces of legislation. 

In disputes concerning trademark infringement, upon the justified and reasonable request of the trademark owner, the relevant court will order that information on the origin and distribution networks of the goods or services, names and addresses of the manufacturers, distributors, suppliers, wholesalers and retailers, and amount and price of the orders which infringe a trademark right be provided by (i) the infringer(s); (ii) persons  who possess the infringing goods for commercial purposes; (iii) persons who provide services by committing acts resulting in infringement of the trademark for commercial purposes; and (iv) persons who are alleged to be involved in the production or distribution of the goods or provision of the services. 

In the Draft Law, penalties and security measures are stipulated in detail. Persons who infringe trademark rights by using fake or imitation trademarks in sale, introducing them into commercial circulation, making them subject to customs transactions, possessing them in anyway for commercial purposes, or removing the label which the suspect is aware represents a distinct and protected trademark, would be subject to imprisonment from one to three years or fines equivalent to up to 5,000 days. Moreover, those who transfer, license or pledge a trademark owned by another would be subject to imprisonment from two to four years or fines equivalent to up to 5,000 days.

The Draft Law provides an opportunity to request a time extension in the terms granted by the Turkish Patent Institute (“TPE”) in order to complete the relevant formalities. The applicant should file the request for time extension within a maximum of two months from the expiry date of the initial term granted by the TPE. In such case, the TPE may grant an additional term of one month for the relevant transaction to be completed. 

No time extensions may by granted in certain cases specified by the Draft Law, such as trademark registration renewals, application for certificates of priority rights, etc.

Initial requests for determination of well-known trademarks will be made to the Ankara Civil Court of Intellectual and Industrial Property Rights. Decisions of the court determining the relevant trademark as “well-known” will be taken into account as evidence by the TPE in its evaluations concerning well-known trademark-related disputes. The court’s finding is not a final binding conclusion in accepting a certain trademark as a well-known trademark, and TPI is entitled to further evaluate whether a certain trademark can be categorized as a well-known trademark, by taking into consideration other parameters. 
� The Decree Law No. 556 was originally enacted on 27 June 1995 and, having been through several amendments, is still in force. 





